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lil. UNFAIR COMPETITION. 
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Suits FoR UNFAIR COMPETITION. 
Pleading. 
Parties. 
Joinder of Actions. 
Evidence. 
Defences. 
Relief. 
a. Injunction. 
b. Accounting of Profits. 
c. Costs. 


TRADE-MARKS GENERALLY. 
NATURE OF TRADE-MARK RIGHTS. 


§1. Character of Right. 
There can be no ownership in a trade-mark apart from a trade to 
which it belongs. A mark can be appropriated only as appurtenant to 
some particular busiress. 521 


Property in a trade-mark is acquired not by the invention or dis- 
covery of a word or symbol or by advertising, but only by attaching or 


Vili 
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affixing it to the articles or merchandise for which it is intended to be 
used as a trade-mark. 238 


In order to constitute a trade-mark, the word chosen must be used 
upon articles of merchandise so as to become identified in the mind of 
the public with a certain make of goods. 300 


§2. Extent of Right. 

The right to monopolize a trade-mark as against another innocent 
user thereof, is limited to the territory that has been actually occupied 
by the first user thereof, and in which the mark has become the identify- 
ing symbol of his goods. 521 

To permit a trade-mark to give protection to the title of a book, 
would be virtually to allow monopoly of an idea, and not of a particular 
form of expression. Such protection would be broader than that afforded 
by copyright. 259 


§3. Who may have 
A merchant dealing in a certain make of goods, although not the 
manufacturer thereof, may adopt and use on such goods any trade-mark 


desired, and such mark will become and remain his exclusive property. 375 


S 


§ 4. License to Use. 

The grant toa licensee to make and put on the market a bitter wine 
under a certain trade-mark and formula, where the licensor, although he 
has ceased to use the mark, had no intent to abandon it, or give up his 
exclusive right to the use thereof, can not affect the latter’s right to the 
mark or formula, nor prejudice his later use thereof. Neither can his 
rights be cut off by a registration of the mark by the licensee, without his 
consent, under the state law. 183 


A licensee of a system of waterproof cement construction, who 
used under its license the trade-mark of the licensor, acquires no right 
to continue in such use by the bankruptcy of the licensor and the termina- 
tion of the license contract. 50 


Wuat May BE A TRADE-MARK. 


§ 1. Color. 
‘A fiber core in the wire rope, which core is colored purple,” is not 
a good trade-mark. 253 


§ 2. Name of Patented Article. 
After the expiration of a patent, any manufacturer has the right, 
in connection with the manufacture of the article patented, to use the 
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name by which the article has been designated during the life of the patent 
although the name was an arbitrarily selected one; but the later manu- 
facturer must so differentiate his product from that of the earlier one as 
to obviate any deception of the public. 205 


When a proper name was applied to a patented article during the 
lifetime of the patent and has, by the expiration thereof, become generic, 
it can be used by any manufacturer of the article, but only with such 
distinctions as will prevent confusion of the goods to which it is applied 
with those of the original manufacturer. 447 


The name and mark under which a patented article has been sold 
during the life of the patent by a dealer having an exclusive agency for 
the product, becomes generic and therefore open to the use of the public 
after the patent has expired. 455 


The name applied to a patented article by a dealer therein in the 
United States, does not become public property on the expiration of the 
patent, though during most of the term of the patent the dealer’s right 
was exclusive. 375 


Defendant, patentee of a process for making “Tabasco Sauce,” lost 
the right to the exclusive use of the name for his product upon the ex- 
piration of the patent. 139 


The name “De Long Hook and Eye” used in the sale of hooks and 
eyes of which the former was covered by a patent, is a generic term 
and upon the expiration of the patent, its use becomes free to other manu- 
facturers engaged in making and selling the same goods. 30 


§ 3. Descriptive and Generic Terms. 
The following marks have been held to be descriptive : 

“Bona Fide,” for music boxes, 
“Boy Scouts,” for shoes, 
“Brilliant,” for flour, 
“Cob-Cut,” for canned corn, 
“Inter-phone,” for telephone switch, 
“Liver-Rite,” for liver remedy, 
“Tip-Top,” for nipples for water bags, etc., 
“Tire-New,” for preparation for tires, 
“Ti-Tite,” for tape, 
“Turn or Welt,” for shoes, 
The representation of a cow, for dairy products, 


The following marks have been held not to be descriptive: 
“Coca-Cola,” for beverage, 


x 
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“Tdeal,” for hair brushes, 
“Ritesize,” for underwear, 155 ’ 
“Sweepervac,” for vacuum cleaners, - 106 

Whether “Coca-Cola” is descriptive, quaere, 





§4. Words Publici Juris. 

Any one has a right to use the word “Mark” on his goods in con- 
nection with the word “Trade” and that word is therefore public 
property. 25! 













§5. Geographical Terms. 
The word “Boston Wafers” are not a valid trade-mark, being geo- 
graphical and descriptive. 323 











A complaint which alleges plaintiff's use since 1907 of the name 
“Santa Ana” as a trade-name for butter, defendant’s use thereof on 
butter of an inferior grade, and the deception of the public thereby with 
respect to the origin of the goods, sets forth no cause of action, since 
the name is not one that can be appropriated as a trade-mark. 547 







The word “Arab” as applied to dates is geographical 309 






The word “Lakeside” is not, in its usually accepted significance, a 
geographical term. 76 
















§6. Proper Names. 
\ personal name is not susceptible of exclusive appropriation, and 
even its registration in the patent office can not make it a valid trade- 


mark. 80 










The name “Webster” in its application to dictionaries has a descrip- 
tive sense and means a dictionary compiled upon the basis of the work 
of Noah Webster. It may be properly applied to any dictionary so com- 
piled, no matter by whom 1? 










Whether the name Webster has acquired a secondary meaning as 
indicating the dictionaries of the complainant quaere. 278 










The word “Panhard” is a good trade-mark for oils and greases. The 
fact that the word is the name of a Frenchman, famous as an early in- 
ventor of automobiles, does not preclude such use of the name inasmuch 
as the name is an exceedingly rare one. 109 









§ 7. Representation of Goods. 
A drawing used in the application for a patent, designed to show the 
manner in which the patented article is to be applied, can not be a valid 


xi 
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trade-mark, and the registration thereof is unavailing to prevent the use 
of a like drawing by another for illustrative purposes after the patent 
has expired. 9 


A mark consisting of the representation of a pile of luggage, on which 
is the device of a globe bearing the words “Atlas Quality,” is a good 
trade-mark for suitcases, traveling bags, trunks and auto luggage. III 


§8. Structural Feature of Goods 
When a patent showing a certain construction expires, the public 
has a right to manufacture articles in accordance therewith, and that 
right can not be taken away under the guise of a registration of a trade- 
mark. 248 


A mark consisting of two short parallel lines made up of transverse 
grillings or corrugations, connected by a longer line of such corrugations, 
embossed on paper tubes in which toothpicks are enclosed, is not a trade- 
mark, but merely an incident to the tool work necessary in fastening the 
edges of the packages. 110 


A mark for spoons described as “the raised substantially circular or 
O-shaped film having distinct edges, appearing on the back of the spoon 
bowl” is not a trade-mark but a form of construction. 248 


A mere ornamental structural feature of the door of a box for police 
telegraph apparatus is not a trade-mark. 67 


TitLE To A TRADE-MarK. 


§1. Assignment and Devolution. 

A trade-mark is assignable only in connection with the good will of 
the business in which it is used and a complaint is insufficient which fails 
to show the passing of such good will in connection with the trade-mark. 

547 

A sale by the trustee in bankruptcy of the good will and trade-marks 

conveys a title to the marks superior to that of the licensee. 50 


§2. Abandonment. 
In order to establish abandonment of a trade-mark, it must be clearly 
shown that the use thereof was not only given up, but was intended to be 
permanently discontinued. 269 


The sale by a trustee in bankruptcy of the tangible assets «f a business 
is not an abandonment of the trade-marks and of the good will enjoyed 
in connection therewith. 50 

xii 
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4. INFRINGEMENT. 


§1. What Constitutes Infringement. 

Infringement of a trade-mark exists only when there is interference 
with the trade to which the mark is appurtenant. The injury is not to 
the mark but to the good will of the business. There can be no trade- 
mark infringement without trade interference. 521 


It is necessary to constitute infringement that every element of 
the trade-mark be appropriated nor that the trade-mark be completely 
copied. It is enough that the resemblances are so marked that the 
ordinary purchaser is likely to be deceived. 433 


It is immaterial whether a dealer accustomed to handling the goods 
would or would not be deceived. The question is whether the ultimate 
purchaser would be so deceived. Neither does it matter that the cautious 
and discriminaing purchaser is not likely to be misled, for the owner of 
a trade-mark is entitled to protection in the trade of the ordinary or 
unwary purchaser as well. 433 


The addition of the infringer’s name to a trade-mark, in place of that 
of the owner, does not make such use any the less an infringement. 28 


A prior or concurrent use by one party of a given mark upon a cer- 
tain kind of goods is not sufficient to destroy another’s right in the same 
mark as applied to products so dissimilar that no confusion or deception 
in the minds of the public can arise. 211 


§2. Conflicting Marks. 
The word “Hermitage,” is infringed by the words “Golden Heritage,” 
the word “Golden” being so written as to be comparatively inconspicuous. 


311 

The word “Messmate” is an infringement upon “Shipmate,” applied 

to the same article. 49 
The word “Radames” is an infringement on “Rameses.” 43 


The symbol of a keystone, used in connection with the name “Key- 
stone,” and the trade-mark Keystone Lubricating Company, is infringed 
by the word “Keystone” and the corporate name Keystone Oil & Mfg. 
Co. 491 


The plaintiff’s snuff having been known in the market as “Eagle 
Snuff,” defendant’s adoption of a mark causing his goods to be known 
by the same name is an invasion of plaintiff’s rights, even though the 
marks differ in detail. 433 
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The mark “Hydronon” is anticipated by the word “Hydrocide.” 305 


The words “Big Hit,” are so similar to the words “Big Strike” as 
to conflict therewith. 413 


The words “Pinozyme” and “Peptenzyme” are so similar that their 
simultaneous use by different parties upon the same goods would be liable 
to cause confusion. 202 


A trade-mark for pen and pencil holders, consisting of a circum- 
ferential band of red color contrasting with a yellow or gilt color, is 
anticipated by marks consisting of circumferential bands of different 
colors applied to goods of the same descriptive properties. 64 





A trade-mark consisting of a circle superimposed upon a five-pointed 
star, is anticipated by a mark consisting of the words “The Star” and a 
circle inclosing a five-pointed star. 156 








A mark consisting of the word “Hi Lo” on a diamond-shaped back- 
ground of bright red, surrounded by an inner band of black, and an outer 
band of bright red, is anticipated by prior marks consisting in part of 
the diamond-shaped figure. II!I 


A mark consisting of a monogram of the letters “U” and “T” prima 


facie conflicts with a mark consisting of a monogram of the letters “T,” 
Tv» 


“U,” “S”” and the abbreviation “Co.,” the configuration of the letters “U 
and “T’’ in the two marks closely resembling each other. 69 


















A trade-mark consisting of the representation of a top upon which 
prominently appears the picture of a peacock with outstretched tail and 
the words “Gold Top” above the picture is confusingly like a trade-mark 
consisting of the word, “Peacock,” or a picture of a peacock, with the 
words “Ye Peacock Ale” immediately thereabove. 149 








A mark consisting of the figure “4” and the letter “A” spaced on 
opposite sides of a diagonal line is not so similar to a mark consisting of 
the words “Big Four” above the figure “4,” which is written over the 
representation of a railway train emerging from a tunnel, or to a mark 
consisting of a representation of four crowns surrounding the figure 
uy 


ldo 


as to be confused. 257 








The representation of a badge made of a straight piece of blue ribbon 
fringed at the bottom and bearing near the bottom a red seal is not 
deceptively similar to marks consisting, respectively, of two pieces of rib- 
bon crossing each other at right angles, with a knot of ribbon and a spray 







of flowers at the point of intersection, a bow of ribbon printed over daises 
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and the word “Lieben,” and a medallion suspended by a knot of ribbon 
and the words “Blue Ribbon” printed below the same. 103 


A seal in red is not infringed by a small rosette of the same color. 280 


A trade-mark consisting of a woman’s head in the center of a label, 
surrounded by a red border on which are printed the words “Aubry 
Sisters-Beautifier,” separated by maltese crosses, is not infringed by a 
label, also bearing a woman's head in its center, with a green border 
printed with the words “De Mohr-Cream Face Powder,” also separated 
by crosses. 210 

§ 3. Goods of the Same Descriptive Properties. 

Before it can be held that the similarity of the marks will cause 
confusion in trade, it must appear that the marks are io be applied to goods 
of the same general class and of the same descriptive properties. 243 

While witnesses familiar with the articles of merchandise may give 
evidence of facts within their knowledge of the construction and uses 
of said articles, from which conclusions may be deduced, their opinions 
or conclusions are not entitled to any particular weight. 238 


Articles of underwear are of the same descriptive properties with 
hosiery. 291 


Collars, coats, trousers, and vests constitute goods of the same de- 
scriptive properties as shirts and materials from which suits are made. 96 


Smyrna rugs and Axminster carpets are of the same descriptive 
properties. 109 


Whisky, rum, gin, brandy, cocktails and punches are all goods of 
the same descriptive properties as cocktails. IQ! 


“Black filler” used for giving a smooth surface to the wood upon 
which the finishing coats are placed and as an ingredient for certain kinds 
of paint, is of the same descriptive properties as “white lead and oxids 


of lead.” 65 


Children’s petticoats, rompers, and dresses do not constitute goods of 
the same descriptive properties as cotton and woolen shirts for inner 
and outer wear. 306 


Hair-pins and hooks and eyes are not goods of the same descrip- 
tive properties. 238 


Rubber tires and automobiles do not constitute goods of the same 
descriptive properties, 243, 298 


XV 
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Periodicals and moving pictures are not goods of the same descrip- 
tive properties. 259 


Butter and cheese, while both belonging to the general class of dairy 
products, are so dissimilar as not to be capable of being confused, the 


one with the other. 211 


5. Suits For INFRINGEMENT. 


§1. Parties. 
Licensees of complainant are not necessary parties to a suit for in- 
fringement within their territory. 33 


§2. Pleadings. 

A complaint for infringement of a trade-name, a geographical term, 
is insufficient if it does not allege the use of any artifice or contrivance, 
other than the use of the name, calculated to deceive the purchasing pub- 
lic. 547 


§3. Evidence. 


No proof of intent is necessary in a suit for infringement of trade- 
mark. 43 


Consent that a case be finally heard and determined on a motion for 
preliminary injunction is a consent to the submission of the case on the 
papers before the court; it is not an admission of the complainant’s 


right. 


§4. Defences. 

Where the evidence shows that complainant had no priority in the 
use of the name, but it appears that defendant and others had used the 
mark in question, before the complainant, no equitable relief can be 
afforded the latter. 269 

It is immaterial that the infringer is not shown to have had knowl- 
edge of the complainant’s trade-mark, and that there is therefore no 
proof of actual intent to infringe. 432 

The fact that an infringement is without knowledge of the rights 
of the prior user of the mark and in a territory to which the trade of 
the latter does not extend does not impair the right to an injunction. 444 


120 


Where the trade-mark is not fraudulent in itself, the discontinuance 
of the misrepresentations formerly made in connection therewith, re- 
stores the equities in favor of the complainant. 311 


Misrepresentations as to the guarantee afforded by the internal reve- 
fuue stamp affixed by the federal government, are not so wholly false as 


xvi 
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to bar relief in equity. But direct misrepresentations as to the quality 
and method of manufacture of the whiskey are material deceptions, and 


plaintiff will not be entitled to injunctive relief, until he ceases to make 
them. 311 


§ 5. Relief. 
a. Injunction. 


Where the complainant’s rights are reasonably clear, a temporary 
injunction should be granted. 33 


The fact that defendants, on being informed of their infringement, 
forthwith ceased from the acts complained of does not take away the right 
to a preliminary injunction. 173 


It is proper for the court, upon granting a preliminary injunction to 
require an undertaking conditioned for the payment of a fixed sum as 
liquidated damages, in case it is ultimately determined that the injunc- 
tion was improperly granted. 28 


Where the evidence presented upon an application for a preliminary 
injunction made before the filing of an answer, is conflicting and the 
complainant’s rights are doubtful, a preliminary injunction should not be 
granted, particularly in view of the promptness with which a speedy 
hearing may now be obtained, under the equity rules as lately amended. 


483 


Where it is apparent that defendant is pecuniarily responsible and 
there is an absence of fraudulent intent on his part, and no proof of 
actual deception, a preliminary injunction will not be granted. 280 


A decree of injunction is not open to modification on a rule to show 
cause at a subsequent term of the court. The court can only construe 
and enforce it. : 120 


The injunction should not affect the right to sell the preparation al- 
ready made and labeled, provided the trade-mark is entirely obliterated 
therefrom, nor should it prevent: the manufacture or sale in the future 
by the defendant of the same goods under any other mark. 444 


Where an injunction forbids the sale of goods bearing a certain name 
unless accompanied by words distinguishing such name from that of com- 
plainant, the sale of the goods with an oral statement to each purchaser 
that they are not the goods of the complainant, is a violation of the in- 
junction. 120 


A defendant who had been enjoined from using the name “Lenox” 
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in the sale of waists, and who merely changes his trade-name from 
“Lenox Waist Mfg. Co.” to “Lenox Dress Mfg. Co.” and continues the 
sale at the same place, of waists made elsewhere and labeled “Preferen- 
tial” is guilty of contempt and should be punished accordingly. 532 


An agent of the defendant, not a party to the original suit, but 
upon whom service of the injunction was made may upon motion be 
punished for contempt, for violation of the injunction. 120 


b. Damages. 

Where, through the infringement of its trade-mark by defendant, 
plaintiff has lost sales and sustained damage, it will be allowed to recover 
the amount of the defendant’s profits, but not damages for sales which 
it would have made but for defendant’s unfair acts, except in cases where 
the latter has unfairly caused a loss to the plaintiff, in excess of de- 
fendant’s profits. 334 


No damages should be awarded, where the infringement is inno- 
cent, and not in a territory occupied by the complainant. 444 


c. Accounting. 

Where the record shows a delay apparently of over twenty years in 
instituting suit, an accounting will not be granted. Where no excuse 
for the apparent laches is shown in the record, the court should deter- 
mine that question by further proceeding before granting or denying an 


account. 433 


Delay in the assertion of its rights held to be such as to bar plain- 
tiff’s right to an account. 496 


No accounting should be granted in case of innocent infringement, 
in a territory not occupied by the complainant. 444 


Il. REGISTRATION OF TRADE-MARKS. 
1. CONSTITUTIONALITY OF STATUTE. 


The ten-year clause of the Trade-Mark Act of 1905, is not dis- 
criminatory, but is based on a reasonable and sound distinction, and is 
constitutional. 28 


The act of 1905 is not unconstitutional. 33 
EFFECT OF REGISTRATION. 


The effect of the ten-year proviso of the act of 1995 is to give to a 


XVili 










DIGEST 


mark lawfully registered under it the status of a valid trade-mark, 
creating a conclusive presumption that the mark has acquired a secon- 
dary meaning as indicative of the goods of the registrant 28 
















A mark registered under the ten-year clause of the trade-mark act, 
though descriptive, is entitled to protection, particularly when the ex- 
clusive use during the ten-year period and the resultant secondary use 
are established. 33 








Where, in an action for trade-mark infringement, the complainants 
were found to have no exclusive right to the use of the mark in question, 
the judgment so rendered is conclusive between the parties, and sub- 
sequent registration of the mark is unavailing to confer on the registrant 
any rights adverse to the judgment. 157 









Registration of a trade-mark for use upon a periodical does not pro- 
tect use of the mark upon a book. Literary property in the contents of 
a book can be protected only by copyright. 259 














3. THE APPLICATION. 





81. Who may Register. 

Where a mark has been in use on a patented article, and it has been 
recognized as belonging to the merchant dealing in such goods, and not 
to the manufacturer thereof, the mark is the merchant’s property, and 
not that of the manufacturer and the former is entitled to protection 
against the use thereof by the latter. 375 




















§ 2. 
Specimens which are proof-copies of the trade-mark do not satisfy 
the requirement of the statute, being merely duplicates of the drawing. 560 


Specimens. 


The fact that the specimens filed with a previous registration do not 
show all the goods covered thereby, does not permit of the registration 
of a conflicting mark upon any of the goods covered by the previous regis- 
tration since the law does not require applicant to file specimens showing 
the mark as used on every one of the articles specified. 468 


Where the goods specified fall within the purview of the Food and 
Drugs Act, it is proper to require the applicant to file a specimen of the 
mark as used upon each of the goods claimed. 560 


§ 3. 
Where the drawing in an application for a trade-mark showed only 
one of the features of the original specimens, it may be amended by 


adding thereto other features shown in such specimens. 564 









Drawing. 
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The trade-mark shown in the original drawing consisted of an 
ornamental erch bearing the words “Welcome Arch.” Labels subsequently 
filed bore a representation of an arch similar in outline to that shown 
in the drawing, but differing in almost all of the ornamental features and 
showing the single word “Welcome.” It was held that as the application 
was based upon the mark originaily disclosed, the registration must be 
refused. The only remedy was to file a new application. 112 


§ 4. Declaration. 
In printing certificates of trade-marks the declaration and subscrib- 


ing clause are included, and it is obvious that both should be, as required 
by the rules, in the English language. 246 


Where an oath is taken before a notary public in a foreign country, 
such notary’s authority must be directly proved by a certificate of a 
diplomatic or consular officer. 246 

The registration of a trade-mark in the United States Patent Office, 
where such registration is obtained by a false declaration of exclusive 


use, does not justify the owner of the mark in a claim of exclusive right 
therein. 139 


§5. Amendment. 

Where an application for registration of a trade-mark was refused 
on the ground that the mark was not a technical trade-mark and appli- 
cant filed a new declaration alleging exclusive use of the mark for ten 
years next proceeding the passage of the trade-mark act, he is estopped 
to urge thereafter that the registration was other than under the ten- 
year clause. 189 


4. REGISTRABLE MARKS. 


§1. Res Adjudicata. 
Judgment in an interference held to preclude the registration of a 
mark notwithstanding the consent of the adverse party. 109 


So of a judgment by default in a like proceeding. 191 


§2. Descriptive and Generic Terms. 
(See 1, 2, §3. ante.) 


§3. Words Publici Juris. 
(See 1, 2, § 4, ante.) 


§ 4. Geographical Terms. 
(See 1, 2, §5, ante.) 
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§5. Conflicting Marks. 

The features of illustration found in the registration of a trade-mark 
which are stated to be non-essential and the right to the exclusive use 
of which is disclaimed, do not bar the registration of similar arbitrary 
features, by one who has adopted and used them in a true trade-mark 
sense. 72 

It is not proper to consider the dress and appearance of the respective 
packages, in determining whether two marks are deceptively similar. 202 


(See also, 1, 4, § 2. ante.) 


§6. Goods of the Same Descriptive Properties. 
The fact that two articles are included in one of the classes estab- 


lished under the act of May 4, 1906, does not of itself make these articles 
of the same descriptive properties. 228 


(See also 1, 4, §3. ante.) 
§7. Proper Names. 


The werd “Webster” not written in a distinctive manner is properly 
refused registration under the provisions of section 5 of the trade-mark 


act. 152 
So also, the word “Mark.” 251 
And the word “Maxim.” 412 


The name “Hanes” upon a “peculiarly shaped red shield” is not dis- 
tinctively displayed. 460 


The name “Flanders” written with a slight peculiarity in the letters, 
with a paraph thereunder and with the upper end of the “F” extending in 
a long flourish thereover, is not distinctive. 563 


« 


A mark consisting of a broken circle forming the capital letter “O,” 
the four equal segments whereof form two crescents enclosing a Greek 
cross, on each arm of which are shown the letters “l-i-v-e-r,” is suffi- 
ciently distinctive in form for registration. 108 


Decision reversed. 288 


A trade-mark consisting of a large capital “D” with a band extend- 
ing from the lower left-hand to the upper right-hand corner thereof, on 
which the letters “a-n-i-e-l-” appear, is sufficiently distinctive in appear- 
ance to warrant registration. 108 
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A trade-mark consisting of the words “Callahan & Sons Columbia 
Crushed Feed,” one letter “C” being used as the initial letter of the 
words “Callahan,” “Columbia,” and “Crushed,” is not registrable, since 
each of the three words is unregistrable, being respectively, the name of 
an individual not distinctively displayed, a geographical and a descrip- 
tive term. 256 


§8. Deceptive Marks. 
Where a label contains a statement prima facie false and deceptive, 
the Examiner should refuse to register unless the applicant can show that, 
in fact, the statement is not deceptive. 463 


A statement on a label that the article upon which the label is used 
is a “cnre”’ for certain specified ailments does not necessarily render the 
label deceptive. 463 


§9. Evidence. 
The rule that a judge is not to shut his eyes to what everybody else 
of intelligence knows, applies with peculiar force in proceedings in the 
Patent Office, for reasons that are obvious. 554 


5. INTERFERENCE. 


§1. Burden of Proof. 


Where in an interference involving an applicant and a registrant, 
the applicant filed letters from the registrant stating that he did not make 
or handle goods specified in the registration bearing a name shown in his 
registration, the registrant should present affidavits overcoming the show- 
ing of abandonment, before the case will be set down for the taking of 
testimony. 249 


§ 2. Dissolution. 

Where in an interference involving an application for registration 
and a registered trade-mark the registrant moves to dissolve, any reason- 
able doubt should be resolved in favor of the applicant. 558 

Where it appears that the marks have been used for a long period 
of time and there is no allegation of confusion, an interference between 
these marks should be dissolved. 558 


§3. Review of Decision. 


A decision of the examiner of trade-marks upon a motion to dissolve 
an interference, based on the ground that there is no interference in 
fact, is reviewable on appeal, and not on petition. 154 
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6. OPPosiTION. 
§1. Who May Oppose. 
Where an opposer fails to show any interest in the registration of a 
trade-mark which is not common to the general public he can not raise 
the question whether the applicant has established a statutory use of the 


mark. 238 


It is not necessary to sustain an opposition, that the opponent be 
entitled to register the mark. It is sufficient that the mark should have 
been used in some manner analogous to trade-mark use and that the 
opponent would sustain or be likely to sustain actual damage by the 
registration of the mark by another. 96 


§2. Sufficiency of Notice. 

Where in the notice of opposition it is alleged that the opposer adopted 
and used continuously a certain trade-mark for rubber tires and that 
tires bearing said trade-mark had been sold continuously in intrastate 
and interstate commerce since the adoption of the trade-mark, these 
statements constitute a sufficient allegation of ownership of the trade- 
mark by the opposer, and the fact that it was not alleged that the 
opposer had the exclusive right to said mark is immaterial. 298 


§3. Answer. 

Under the new equity rules an answer under oath does not have 
effect as evidence. If the applicant would have any weight given at final 
hearing to the allegations in the answer, he must substantiate them by 
proper proof. 561 


The opponent has the right to assume the facts as stated in the 

answer of the applicant and in its application herein, to be true. 194 
§ 4. Dismissal. 

An opposition should not be dismissed without an opportunity for the 

opposer to take testimony, unless the question in issue is so clear from 

the record that testimony would be of no material value. 306 


§5. Evidence. 

Evidence relative to unfair competition is irrelevant in an opposition 

proceeding. 288 
§6. Appeal. 

Where, after the overruling of a demurrer, the applicant filed no 
answer and a decision sustaining the opposition was thereupon rendered 
by the examiner of interferences, appeal from this decision lies to the 
commissioner. 243, 207 


$7. Amendment of Application 
87 
After an adverse decision in an opposition, the commissioner has 
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authority to permit amendment changing the particular description of 
goods, and allow the application if, in his opinion, the amendment was 
such as to avoid the judgment in the opposition. 307 


An amendment which does not avoid the effect of a prior judg- 
ment should not be allowed. IQI 


Where, after an adverse decision in an interference or opposition, 
applicant files an amendment to eliminate the subject-matter involved in 
such proceeding, the examiner should enter the amendment, and if he is 
of the opinion that it does not eliminate the matter in controversy he 
should refuse registration. 254 


7. VALIDITY OF REGISTRATION. 


The registration of a trade-mark accompanied by a claim of con- 
tinuous user for over thirty-five years, is not invalidated by the fact 
that the mark was once used as a part of a more comprehensive mark. 311 


A mark registered under the ten-year clause of the act, is invalid 
where another used the identical mark during the ten-year period. 189 


8. PROCEEDINGS To REVIEW. 


Under the provisions of the trade-mark act of 1905, no appeal lies 
to the Court of Appeals of the District of Columbia from a decision of 
the Commissioner of Patents refusing to renew the registration of a 
trade-mark. 150 


The act organizing the Court of Appeals of the District of Columbia 
contains no provision for allowing appeals from interlocutory orders of 
the Commissioner of Patents. 557 


A writ of certiorari will not be granted by the Court of Appeals 
of the District of Columbia to review an interlocutory order of the 
Commissioner of Patents. 57 


un 


The question whether a mark is distinctively displayed and, there- 
fore, registrable may be appealed to the Commissioner and from his 
decision to the Court of Appeals. 460 


9. RECORDING oF ASSIGNMENTS. 


An assignment of a trade-mark is not recordable which, while pur- 
porting to convey the good will of the business, obviously retains to the 
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assignor a business not segregable from that attempted to be transferred. 
100 


Where upon presentation an assignment is refused record, but sub- 
sequently is ordered to be recorded, the assignment can not be recorded 
nunc pro tunc as of the date of its first presentation. 100 


An assignment of a registered trade-mark can not be refused record 
merely because it does not transfer the good will of the business as to 
all the goods set up in the registration, where the goods mentioned in the 
assignment are so different from the other goods named in the certificate 
that the business in the one is segregable from that in the other. 100 


10. STATE AND Loca, STATUTES. 


§1. Panama-Pacific Exposition. 
An Act providing for the free importation of articles intended for 
foreign buildings and exhibits at the Panama-Pacific International Ex- 
position, and for the protection of foreign exhibitors. 471 


§2. Philippines. 

The provision of act No. 666, § 9, of the Philippine Commission, for- 
bidding the maintenance of any action for infringement of a trade-mark 
used by the complainant to deceive the public, defeats an infringement 
suit brought by one whose mark is itself an infringement upon an earlier 
and well-known mark. 77 

Registration of complainant’s marks in the Philippines under the 
Spanish sovereignty of the islands does not alter or improve its status, 
as a fraudulent imitation of another, though unregistered mark. The 
recognition by the act of titles acquired by such registration is subject 


to the general principles of law elsewhere embodied in its provisions. 77 


§ 3. California. 
The registration of an alleged trade-mark, under the California trade- 
mark act of 1902 did not purport to confer an exclusive right to the use 
of the mark. The registration was that of a claim to the mark only. 231 


The name “Los Angeles Van, Truck & Storage Co.” can not be a 
valid trade-mark, susceptible of exclusive appropriation, under the Cali- 
fornia statute, for the reason that it is descriptive of the location and 
nature of the complainant’s business. 231 


§ 4. I/llinots. 
An information under the Illinois statute which charges the defendant 
with knowingly selling an article bearing a counterfeit label is sufficient. 
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It need not allege that the sale was unlawful, nor to whom the sale was 
made, nor need it set out the counterfeit label. 319 


The statute protecting property in trade-marks is for the benefit 
of the owner thereof and there can be no crime save by the violation of 
the rights of such an owner. A partnership is not a “person” and hence 
not entitled to the benefits secured by the law to “associations, unions 
of working men and persons.” 319 


§5. Missouri. 
Only bottles used by the manufacturers of so-called “soft” beverages 
and mineral waters fall within the provisions relating to the registration 
of trade-marks for bottled goods under the Missouri law. 349 


The bottling act of the State of Missouri, by reason of its discrim- 
ination between the different manufactures of different kinds of goods 
put up in bottles, is unconstitutional because arbitrary and discriminative 
class legislation, and also by reason of the fact that it is a special law, 
since a general law could have been made to apply equally well. 349 


§6. New York. 

The words “labels, marks or names,” in § 2354, Sub. 6 of the New 
York penal law refer to marks in which the manufacturer has a special 
right, that is, either trade-marks or marks which are entitled to protec- 
tion on analogous principles. 89 


In determining whether an imitation exists, in the sense of the New 
York penal law, punishing the imitation of the trade-mark of another, the 
tout ensemble of label, package and product should be considered. 342 


The General Business Law of New York, imposing a penalty upon 
any person who uses a bottle with another’s filed trade-mark stamped 
thereon, is penal, and must be strictly construed. 546 


The requirements of the General Business Law that any person filing 
a description of a trade-mark shall in New York and Kings counties 
publish the same once a week for three weeks in two daily newspapers, 
must be strictly compiled with. 546 


Ill. UNFAIR COMPETITION. 
1. NATURE AND BASIS oF WRONG. 


§1. Distinguished from Infringment of Trade-Marks. 
A technical trade-mark is treated as a property right and infringe- 
ment thereof carries a presumption of fraud; but in the case of a geo- 
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graphical term, only the unfair use can be enjoined. Regulation, and not 
prohibition, is the remedy in such cases. 439 


§2. Competition Necessary. 
The test of unfair competition is the passing off of the goods or busi- 
ness of one as that of another. The deception of the public may be evi- 
dence of such passing off, but is not itself the basis of action. 80 


It is essential to a cause of action for unfair competition that there 


should be competition in fact, directed to securing the patronage of the 
same class of customers. 127 


Where complainant selis only to the jobbers and retailers, while the 
defendant deals only with the ultimate consumer, no actual competition 
is shown. 495 


Where two brands of goods are offered upon different markets, and 
the packages are so different in coloring, branding and form that they 
could not be mistaken for each other, no ground for relief is shown 439 


Where the complainant shows that the plaintiff is a practising dentist 
and that the defendant corporation was organized to manufacture and sell 
tooth powder and dental supplies, no basis for an action is alleged. 127 


§ 3. Right of Priority. 

Unfair competition in the use of a word or phrase can result only 
when it has been so long employed in connection with a certain business 
or the sale of a certain article as to be identified therewith by the public. 

399 


To establish the right to protection against unfair competition in the 
use of a trade-name, complainant must show title in himself, acquired 
by prior and exclusive use, and must prove that he has been fraudulently 
interfered with in the use of such mark. 260 


Where plaintiff has selected a word for the purpose of advertising 
his business, but has used it blindly and has not identified it publicly with 
such business, defendant’s appropriation of the word for his own use, 
and of the publicity it has obtained, for his own purposes, does not con- 
stitute unfair competition, no right of the plaintiff acquired by long or 
exclusive use having been invaded. 300 


A manufacturer of milk products who has never made ice cream can 
not complain of the use of the like personal name by another firm, in the 
making of ice cream. The former’s intent to make ice cream in the 
future is immaterial. 8o 
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§ 4. Intent. 
Where deception of the public is likely to result, the fact that the 
former had no intent to infringe is immaterial. The probable deception 
of the public establishes the right to relief. 311 


§5. Deception. 

It is no excuse in a case of unfair competition that the dealer who is 
the first buyer of the goods is not deceived. The manufacturer who puts 
into the hands of the dealer the means of deceiving the ultimate purchaser 
is responsible for so doing. 415 


2. WHat CoMPETITION 1s UNFAIR. 


§1. Imitating Appearance of Article. 
The imitation of non-essential and arbitrary features of toys made by 
the complainant and the use of complainant’s toys as samples from which 
to sell the same, should be enjoined as unfair competition. 475 


The imitation of the color, illustrations, style and distribution of 
printing used upon the covers of plaintiff's books, and the use thereof 
in the publication of a similar series of detective stories, is unfair competi- 
tion and should be enjoined. 551 


§ 2. Imitating Structural Elements. 
The mere imitation of the structure of an unpatented article, first 
made as a novelty by one manufacturer, is not unfair competition. 113 


§ 3. Imitation of Package. 
The intentional use of labels made in imitation of those previously 
employed by another is unfair competition. 87 


The use by defendants of a label bearing the same device as that 
of complainant’s, a woman’s head, and similarly arranged and decorated, 
although with unimportant differences in details, which would escape the 
average purchaser of the goods, is conducive to deception of the public, 
and an injunction restraining such use is justified. 170 


The mere fact that defendant’s package is generally similar to that 
of plaintiff does not constitute unfair competition, where the general form 
of packing the goods is in common use and the details and marks of the 
respective parties are entirely unlike, since the public will naturally look 
for the detail, and will not be deceived by the general appearance of the 
goods. 280 


The close imitation of the distinctive bottle in use by the plaintiff for 
its beverage and the use of such imitation in the sale of a beverage similar 


XXVili 





; 





DIGEST 


in color and in flavor is likely to deceive the purchaser who commonly 
is served the drink in a glass, filled from a bottle held in the dealer’s 
hand. Under such circumstances, differences in labels and caps are in- 
sufficient to avoid confusion. * 371 


The use by another, of the name and mark formerly employed on a 
patented article, during the life of the patent, must be such as to avoid 
coniusion of the product to which it is applied with another competing 
product, and imitation of the package and dress of the original goods 
will be enjoined. 455 

§ 4. Color. 

Where the needless imitation of the color of a beverage is part of a 
general scheme to cause the product to be substituted for another, such 
imitation should be enjoined unless effective means can be provided for 
otherwise distinguishing the products. I 


§5. Trade and Corporate Names. 


a. Personal Names. 

In the absence of contract, fraud or estoppel, a man may use his own 
name in all legitimate ways, and as a whole or a part of a corporate 
name. The use by a man of his own name in the last mentioned way is 
not per se unfair competition, though the name be also part of the cor- 


corporate name of an earlier corporation in the same business in which 
he was previously interested 537 


Where a person uses his name in such a manner that it will tend to 
be confused with the name of another in the same line of business, 
previously well known to the public, such use is deemed unfair competi- 
tion. 174 


When the name “Johnston” has acquired a secondary meaning as 
indicative of complainant’s products, the sale by another of “Johnston’s” 
chocolates is unfair competiton. 16 


Where defendant has abused his right to use his surname in his 
business, and has been guilty of unfair competition in the attempt to obtain 
plaintiff’s trade, he may be enjoined from using his surname without the 
prefix thereto of his full first name. 336 


There is no unfair competition in the mere use of one’s own name, 
even in close proximity with the business of another, and such use can 
not be enjoined, even within a defined territory, but can merely be 
regulated. 336 
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Where the bearer of a name has caused that name to be used in con- 
nection with a certain business, and publicly advertises this fact, he will 
be enjoined from authorizing or countenancing the use of his name by 
another in the same business. : 174 


Where a man forms a corporation to take over his business, and 
assigns to it all the assets and the good will connected with such business, 
and the right to use his name, and also identifies himself intimately 
therewith by becoming its president, he is guilty of unfair competition if 
he thereafter connects himself with another’s business, and by advertis- 
ing such relation misleads the public into believing this later firm to be 
the original one. 174 

It is not unfair competition for defendant, where he has incorporated 
his business under the name “Wright Restaurant Company,” and subse- 
quently sold it to plaintiff, to be conducted under such name, to engage 
in the same business in the same city and block, under his own name, 
Chauncy Wright, in the absence of any agreement not to do so. 408 


b. Corporate Names. 
The fact that a corporate name is made up from a family name no 
member of which is connected with the corporation, gives no cause of 
action to one of that name to enjoin the use of its name by the corpora- 


tion. 127 


No corporation may adopt a name, the prima facie effect of which 
will be to mislead the person of ordinary intelligence as to the origin 
of its product and induce the belief that the same emanates from another 
company whose business might be thereby injured. 504 


A corporation that has transferred its assets and business but not its 
franchise to another corporation, and has been legally dissolved can not 
maintain an action to prevent the use of the same name by another cor- 
poration in the same line of business. Neither can the trustees, nor the 
successor in interest of such defunct corporation maintain such action. 135 


A corporation may not adopt and use the name of another semi- 
defunct corporation, legally dissolved but the securities of which are still 
outstanding in the market, guaranteed by its successor in business. It 
seems that such use may be enjoined at the suit of the corporation or of 
its bondholders, and certainly at the suit of its successor in business. 221 


Two corporate names, geographical and descriptive in composition, 
should not be held to be so like as to warrant injunctive relief, where they 
are fairly descriptive of the business in connection with which they are 
used, there is no proof of fraudulent intent, and the confusion which un- 
questionably exists is not induced by any active misrepresentations on 
the part of the newer concern. 303 
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The defendant’s use of the name “Lock City Canning Company,” in, 
competition with the plaintiff is likely to cause confusion, particularly as 
the City of Lockport is known as “The Lock City,” and should be en- 
joined. 133 


The use of the words “Rubber Bound” in the defendant’s corporate 
name, is an interference with the plaintiff’s rights in the term “Rubber- 
Set,” as applied to its goods. 406 


On motion for an injunction pendente lite, to restrain defendant from 
use of its corporate name, the complainant will not be entitled to relief, 
unless it can establish that, by its long use of the words “British-Ameri- 
can,” they have come to have a secondary meaning as denoting to the 
public its business, and also that defendant’s adoption of such words was 
fraudulent and with intent to deceive. 230 


The complainant, a British corporation, a manufacturer of tobacco 
products, which sells only to jobbers and retailers, is held not to be en- 
titled to enjoin the use of its corporate name by the defendant, which 
is engaged in the retail tobacco business, selling to consumers only, not- 
withstanding the similarity of the names themselves, unless it be shown 
that the complainant’s name has acquired a secondary significance in con- 
nection with its product, and that by the imitation thereof the defendant is 
selling its goods as to the complainant’s. 495 


c. Effect of Contract. 

The right to use the name “Scientific American Compiling Depart- 
ment” in the sale of an encyclopedia in connection with subscriptions to 
complainant’s periodical “The Scientific American,” acquired under con- 
tract with complainant is lost, as to future editions of the work, upon the 
expiration of the contract. 504 


§6. Descriptive Terms. 
A descriptive word that has acquired a secondary significance to in- 
dicate the goods of a particular maker may be protected against use by 
another, in a way to deceive the public. 406 


§7. Geographical Terms. 

The word “Nubia” as applied to cigarettes is geographical, and its 
use by another can be restrained only when the effect of such use is to 
deceive the public as to the manufacturer of the goods. 439 

Where a mark not technically valid, because geographical, has acquired 
by reason of its long association with the product of one particular manu- 
facturer, a secondary meaning to indicate the goods of a particular manu- 
facture, its owner will be protected in its use against acts of unfair trade. 

323 
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The term “Italian Silk,” applied by plaintiff to a superior grade of 
underwear of its manufacture is entitled to protection against the similar 
use thereof by a rival firm, upon an inferior product, and with the 
fraudulent purpose of deceiving the public. 405 


§8. Name of Patented Article. 

A rival maker of an article sold under the trade-name applied to it 
during the lifetime of a patent is bound to so differentiate his goods from 
those of the original patentee that they may with ordinary care be dis- a 
tinguished one from the other. 36 


§9. Other Instances. 

The manufacturer of an article, equivalent in properties and appear- 
ance to that of another manufacturer, is guilty of unfair competition, when 
he encourages dealers to buy his product for the purpose of substituting 
it on orders for the other. It is immaterial that the dealers are not de- 
ceived, and their wrongdoing is that of the manufacturer who induced 
it. I . 

Drinking glasses furnished by complainant, plainly marked with the 
name of its beverage, “Moxie,” and intended to be used in dispensing 
same, can not be fairly used to dispense another and competing beverage. 
374 





The issuance of a circular, falsely claiming a right to the exclusive 
use of a mark, and declaring a purpose to begin legal proceedings against 
any dealer who sold goods under that mark, other than those of the 
claimant, is a libel of the business of a rival user of the mark. 139 












When a suit for infringement of a patent has been brought in good 
faith, and is pending, the complainant is within its rights in notifying 
the defendant’s customers of the pendency of such suit and of its inten- 
tion to prosecute all infringers upon its patent. 166 











There is no unfair competition in reproducing a photograph taken by 
the complainant. The only protection of the photographer therein would 
be under the copyright act. 227 














Copying of complainant’s catalogues, used by it in the conduct of 
a business as factors, and using lists of complainant’s factories, agents 
and customers, obtained while in complainant’s employ, for the purpose 
of diverting complainant’s trade is unfair competition and should be en- 


486 


joined. 








The question of priority in the manufacture of an article which each of 
two parties concededly have the right to make under a certain name or the 
truth or falsity of the claim of one party to be the producer of the 
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“original and only genuine” product under such name, are not such in- 
vasions of the business or trade rights of another as may be restrained by 
injunction. 476 


There is no unfair competition in the use of an illustrative cut to 
show the manner of applying the article sold, where the similarity of the 
drawing to that used by a competitor arises from the similarity of the 
goods themselves, and the dressing of the goods is otherwise distinctive. 9 


Whether the name “Webster” has acquired any secondary meaning as 
indicating a dictionary published by the publishers of the original Web- 
ster’s dictionary or their successors, quaere. 17 


Where no exclusive right is shown to use the trade-mark name applied 
by the parties to whisky, and it has been used by both for upwards of 
forty-five years, in the absence of imitation in the labels, there is no 
unfair competition, for there is no probability of confusion of the public. 

157 

Acts of imitation which constitute infringement of a patent can not 
be made the basis of a suit for unfair competition. The latter remedy 
is not cumulative. It must rest upon facts which would be actionable after 
the patent has expired. OI 


The insertion in newspapers of advertising sheets so printed as to be 
likely to be mistaken by the public for a part of the advertising pages 
f the paper and the distribution thereof to purchasers of the paper is an 
unlawful invasion of its owner’s right in the good will of his paper as an 
advertising medium. 59 


Suits FoR UNFAIR COMPETITION. 


$1. Pleading. 

Allegations that defendant’s acts lead purchasers of its goods to be- 
lieve that such goods are made under complainant’s patents and are of 
the same quality as those of complainant do not state a cause of action 
for unfair competition, since they show no confusion in the public mind 
as to the source of defendant’s goods. QI 


The use of a geographical term for trade purposes is equivalent to a 
statement that the article is produced at the place indicated. Hence a 
complaint for infringement of such a name is insufficient which fails to 
allege facts showing that the mark is properly used by the plaintiff. 547 

§ 2. Parties. 


One who has an exclusive contract for ** sale of a product within 


XXXili 








THE TRADE-MARK REPORTER 


a certain te,ritory is not a necessary party to a suit for unfair competition 
within that territory. I 


§ 3. Jownder of Actions. 
A cause of action for unfair competition may be joined with one for 
patent infringement, where they arise out of the same facts. gI 


§4. Evidence. 
Proof of actual deception is not required in cases of unfair competi- 
tion, where such deception appears to be the natural, and probable result 
of defendant’s acts. 87, 447, 406 


In an action for unfair competition, it must be shown that the de- 
fendant himself authorized or knew of the acts of his agents complained 
of. It is not sufficient to prove fraudulent acts on the part of his sub- 
ordinates. 286 


Where equitable relief is sought, no legal presumption of fraud exists, 
the burden of alleging and proving its presence resting upon the plain- 
tiff. 231 


§ 5. Defences. 

Where the marking upon shoes is such as to constitute unfair com- 
petition, it is no defence, in a proceeding for an accounting that the 
boxes containing the shoes, are so marked as to indicate that the shoes 
are made by the defendant. 415 


The illegality under the Sherman anti-trust law of the complainant’s 
dispensing contracts is no ground for refusing to its trade protection 
against unfair competition. I, 2, 43 


The fact that complainant has itself copied from the catalogues of 
other concerns in making up its own, does not bar it from relief, the right 
to which depends upon the fraud of the defendant, in making improper 
use of information gained as an employee of the complainant. 486 


The use of the term “Italian Silk” to denote a superior style or grade 
of underwear made by plaintiff is not deceptive, though the goods be 
not made of Italian silk, but is to be regarded as a fanciful term, and 
such use of the term does not, therefore, bar the right of the plaintiff 
to relief against unfair competition. 405 


The license to use a name granted by a contract is revoked upon the 
termination of the contract and the severance of the relation upon the 
existence of which the license was dependent, and the licensor is not 
estopped from objecting to the continued use of the name by the fact 
that the discontinuance of such use will work hardship to the licensee. 504 


XXXiV 





bins, 











DIGEST 


§6. Relief. 
a. Injunction. 

Where the use of the trade-names alleged to conflict was practically 
synchronous, and defendant’s goods are superior in grade and higher 
in price, and no irreparable injury to the complainant appears, com- 
plainant should be denied relief by preliminary injunction. 277 

Where it has been the custom to sell goods in packages of a general 
type and design but the details are dissimilar, there being no proof of 
deception of the public nor of actual copying of complainant’s mark, 
the latter is not entitled to a preliminary injunction, on the ground of 
unfair competition. 279 


In an action against a former employe of plaintiff, to enjoin the use 
of certain business forms, and it is uncertain whether such forms were 
devised by plaintiff's president, or by the defendant, a preliminary in- 
junction should not be granted. 545 


Where it is established that defendant’s label is almost identical with 
complainant’s in all particulars, and that such similarity has deceived pur- 
chasers to the damage of complainant’s business, he will be entitled to 
an injunction, even though his mark be not valid as a technical trade- 
mark, 211 


The owner of a mark which has acquired within a limited territory 
a secondary meaning, will be protected against unfair competition within 
that territory alone; and can not be said to be injured by the use by an- 
other of the same mark in territory where only the ordinary meaning is 
known. 323 


An injunction which forbids the publication of any series of books 
in imitation of plaintiff's is too broad, where the only unfair competition 
is in the imitation of plaintiff's covers, and should be so modified as not 
to affect the right to publish books which do not offend in this respect. 551 


An injunction against the future use of a trade-name, the right to 
use which in the publication of an encyclopedia was formerly enjoyed 
under a contract, should preserve the defendant’s right to continue the 
use of that term with respect to editions published during the con- 
tinuance of the contract and the right truthfully to state the complain- 
ant’s connection therewith. 504 


b. Accounting of Profits. 
Upon an accounting for profits in a suit for unfair competition, 
directed by a decree of the court awarding an injunction, the finding of 
the court that unfair competition was proven is binding upon the parties 
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and can be reopened, if at all, only upon convincing evidence that the 
original finding was wrong. 415 


In cases of trade-mark infringement, the infringer must account for 
all profits derived from the use of the infringing mark. In cases of 
unfair competition, the same measure of relief may, under proper con- 
ditions be awarded. 415 


Where the deception of the ultimate purchaser is shown to be prob- 
able, proof of actual deception is not necessary, and the recovery of profits 
is not limited to instances in which deception is proven. The rules ap- 
plicable in cases of patent and trade-mark infringement should apply. 415 


The use of the defendant’s name upon the sole of shoes made by it, 
followed by the word “Maker” is enough to exempt the shoes so marked 
from the effect of the decree, directing an accounting. 415 


Where, through its use of an infringing label on certain goods, de- 
fendant has realized large profits, it will be allowed to show the part of 
its general expenses incurred in the sale of such goods, and such part 
thereof will be deducted from plaintiff’s recovery. 323 


c. Costs. 
In a suit for unfair competition and accounting, the plaintiff, though 
it has proved only a part of its case, which the defendant has contested, 
will be permitted to recover its costs. 323 
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